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First Office Action on the Merits of a RCE 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 1, 
2004 has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 

3. The rejections of claims 21 and 22 under 35 USC 102(b) over Cremlyn et a!, 
or Ramirez et al. are maintained. 

Applicant argues the amended claim language excludes the presence of 
impurities or by-products produced by the prior art processes. According to applicant 
the differences in the processes used to make the products result in differences in the 
end products themselves. Applicant's argument was considered but not persuasive for 
the following reasons. 
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As stated in previous Office Actions, the patentability of the product is not 
dependent on the process by which it is produced. The claims as amended are drawn 
to a product consisting essentially of a sterol phosphate. The prior art teaches products 
consisting essentially of a sterol phosphate and, thus, anticipates the claimed products. 

Applicant's argument that differences in the processes used to make the 
products would result in differences in the end products themselves is noted. However, 
the instant claims do not recite that which would make the claimed product different 
from that taught by the prior art nor is there any evidence of record showing the claimed 
product is different from the product taught by the prior art. 

For these reasons and those given in previous Office Actions, the rejections of 
claims 21 and 22 under 35 USC 102(b) over Cremlyn et al. or Ramirez et al. are 
maintained. 

4. Claims 21 and 22 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Lion Dentifrice Co. Ltd. (JP 49108065). 

Lion Dentifrice Co. Ltd. teaches saturated steroid alcohol phosphates or their 
salts such as cholesterol phosphate and cholestanol phosphate (see attached English 
Abstract). The products taught by the reference are encompassed by the instant 
claims. 

5. Claims 21 and 22 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Lion Dentifrice Co. Ltd. (JP 52102441). 
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Lion Dentifrice Co. Ltd. teaches compositions containing cholestanol phosphate 
or salts thereof and epicholestanol phosphate or salts thereof (see attached English 
Abstract and page 247, formulae 1 and 2). The products taught by the reference are 
encompassed by the instant claims. 

6. Claims 21-23 are rejected under 35 U.S.C. 102(b) as being anticipated by Kudo 
et al. (US 3,974,188). 

Kudo et al. teach cholestanyl and epicholestanyl phosphates and pharmaceutical 
compositions containing said (see the entire article, especially col. 6, lines 12-33). The 
reference teaches the application of the compounds to affected parts can also be 
accomplished by using them in the form of ointments, lotions, creams, powders and 
aerosol sprays for the skin (see especially col. 6, lines 1 9-33). The products and 
compositions taught by the reference are encompassed by the instant claims. 

7. Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overWatanabe et al. 

Watanabe et al. teach phosphate esters such as cholesterol phosphate (see the 
entire article, especially page 7408, Scheme 1). The product taught by the reference is 
encompassed by the instant claim. 
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Claim Rejections - 35 USC § 103 

8. The rejection of claims 23-26, 29 and 30 under 35 USC 1 03(a) over Simonnet 
('433) and Ribier et al. ('250) in combination is maintained. 

Applicant argues the cited references fail to teach or suggest the claimed 
cosmetic composition. According to applicant (a) Simonnet does not teach or suggest 
the addition of a sterol phosphate to an already formed cosmetic formulation base and 
that the only reason the skilled artisan would be motivated to incorporate an amphiphilic 
lipid into a composition would be if that composition contained lamellar based lipid 
vesicles which could be stabilized by the incorporation of such an additional lipid and 
there is no motivation towards the selection of cholesterol phosphates over any other 
amphiphilic lipid and (b) Ribier fails to remedy the deficiencies of Simonnet and does 
not provide the skilled artisan with either a teaching, suggestion or motivation to prepare 
a cosmetic composition by combining a formulation based and a sterol phosphate. 
Applicant's argument was considered but not persuasive for the following reasons. 

The issue is not whether the prior art reason for incorporation of a sterol 
phosphate into a cosmetic preparation but whether said prior art makes obvious a 
cosmetic preparation comprising a sterol phosphate. The prior art teaches a cosmetic 
composition containing said sterol phosphate. It is the examiner's position that the cited 
prior art makes obvious the incorporation of said sterol phosphate into a cosmetic 
formulation by its teachings of the utilization a sterol phosphate into cosmetic 
preparations. How said incorporation occurs is irrelevant to the claimed invention. 
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Applicant's argument that there is no motivation to include an amphiphilic lipid 
outside a lamellar lipid bilayer comprising a silicone surfactant is also noted. The 
examiner notes that said surfactants are utilized in cosmetic formulations and, thus, are 
encompassed by the claimed invention. 

With regards to claims 29 and 30, applicant argues the cited references further 
fail to teach or suggest the application of an odor-suppressing effective amount of the 
cosmetic preparation to an area of the body to be deodorized. However, application of 
an effective amount of a cosmetic preparation such as a deodorant to an area needing 
to be deodorized is done routinely. 

For these reasons and those given in previous Office Actions, the rejection of 
claims 23-26, 29 and 30 under 35 USC 103(a) over Simonnet ( ( 433) and Ribier et al. 
('250) in combination is maintained. 

9. Claims 24-26, 29 and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kudo et aL (US 3,974,188); Simonnet ('433) and Ribier et al. ('250) in 
combination. 

Kudo et al. teach cholestanyl and epicholestanyl phosphates and pharmaceutical 
compositions containing said (see the entire article, especially col. 6, lines 12-33). The 
reference teaches the application of the compounds to affected parts can also be 
accomplished by using them in the form of ointments, lotions, creams, powders and 
aerosol sprays for the skin (see especially col. 6, lines 19-33). 
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Simonnet et al. teach a stable dispersion containing a lipid vesicle comprising a 
lamellar phase formed of at least one silicone surfactant (see the entire article, 
especially col. 1 , lines 61-66). The reference also teaches (a) that it is advantageous to 
add an ionic amphiphilic lipid such as the alkali metal salts of cholesterol phosphate 
because it enhances the stability of the dispersion by inhibiting flocculation (see col. 3, 
lines 24-38), (b) the amphiphilic ionic lipids are present at concentrations ranging from 0 
to 20% by weight of the silicone surfactant (col. 3, lines 58-61 ) and (c) the vesicles may 
contain one or more active compounds, such as, cosmetic and/or dermatological active 
agents such as antibacterial agents, antiperspirants, deodorants etc. (see col. 4, line 20 
-col. 5, line 50). 

Ribier et al. teach a cosmetic composition containing a dispersion of vesicles 
formed from a lipid-phase membrane containing at least one ionic and/or nonionic 
amphiphilic lipid encapsulating an aqueous phase and at least one agent that stabilizes 
said vesicles (see the entire article, especially col. 5, line 65 - col. 6, line 27; col. 10, 
lines 26-37; claims 7 & 18), The reference teaches ionic amphiphilic lipids such as 
cholesterol acid phosphate and its alkali metal salts (see col. 8, line 45 - col. 9, line 6). 

Based on the teachings of the above-cited references, the incorporation of 
cholesterol acid phosphate or its alkali metal salts in cosmetic compositions would have 
been obvious to the skilled artisan at the time of the present invention. The motivation 
to add cholesterol acid phosphate or its alkali metal salts to cosmetic compositions is 
based on the prior art teachings that ionic amphiphilic lipids provide stability to 
dispersions contained in compositions such as cosmetic composition. 
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Claims 24 and 30 further differ from the prior art by reciting a cosmetic 
preparation containing a specific amount of sterol phosphate. 

Claim 29 further differs from the prior art by reciting the application of an odor- 
suppressing effective amount of the cosmetic preparation to an area of the body to be 
deodorized. 

The recitation of (a) an amount of sterol phosphate in a cosmetic preparation or 
(b) the application of an odor-suppressing effective amount of a cosmetic preparation to 
an area of the body to be deodorized is prima facie obvious. Said recitation is not 
patentable because the formulation of various preparations having various amount of 
sterol phosphate or the application of odor-suppressing effective amount of the 
cosmetic preparation to an area of the body to be deodorized would be within the level 
of skill of the ordinary artisan in the art. The motivation to add various amount of said 
sterol phosphate is based on the desire to find an amount of said compound having 
optimum effect as taught by Simonnet. 

Allowable Subject Matter 

1 0. Claims 1 0-20 are allowed. 

1 1 . Claims 27 and 28 are objected to as being dependent upon a rejected base 
claim. 
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Telephone Inquiry 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara P. Badio, Ph.D. whose telephone number is 
571-272-0609. The examiner can normally be reached on M-F from 6:00am-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary L. Kunz can be reached on 571-272-0887. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Barbara P. Badio[Ph.D. 
Primary Examiner 
Art Unit 1616 
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